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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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5) D Claim(s) is/are allowed. 
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DETAILED ACTION 

Applicant's amendment filed December 20, 2007 is hereby acknowledged. 
Claims 1-19 are pending. 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-5 and 14-17, drawn to a method of characterizing a mixture of 
components, classified in class 210, subclass 663. 

II. Claims 6-1 3, drawn to a method of component peak matching, classified 
in class 73, subclass 23.22. 

III. Claims 18-19, drawn to a method of obtaining the shape of components 
from spectrochromatographic data, classified in class 73, subclass 19.02. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions I and II are related as combination and subcombination. Inventions in 
this relationship are distinct if it can be shown that (1) the combination as claimed does 
not require the particulars of the subcombination as claimed for patentability, and (2) 
that the subcombination has utility by itself or in other combinations (MPEP § 
806.05(c)). In the instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed because the combination does not require 
selecting the (n) most orthogonal spectrochromatographic data from the augmented 
data set. The subcombination has separate utility such as n-Dimensional Mutual 
Automated Peak-Matching Chromatography. 
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3. Inventions I and III are related as combination and subcombination. Inventions in 
this relationship are distinct if it can be shown that (1) the combination as claimed does 
not require the particulars of the subcombination as claimed for patentability, and (2) 
that the subcombination has utility by itself or in other combinations (MPEP § 
806.05(c)). In the instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed because the combination does not require 
generating uniqueness vectors as initial estimates of spectrochromatographic profiles or 
using an ALS MCR. The subcombination has separate utility such as performing profile 
resolution using uniqueness vectors. 

The examiner has required restriction between combination and subcombination 
inventions. Where applicant elects a subcombination, and claims thereto are 
subsequently found allowable, any claim(s) depending from or otherwise requiring all 
the limitations of the allowable subcombination will be examined for patentability in 
accordance with 37 CFR 1 .104. See MPEP § 821 .04(a). Applicant is advised that if 
any claim presented in a continuation or divisional application is anticipated by, or 
includes all the limitations of, a claim that is allowable in the present application, such 
claim may be subject to provisional statutory and/or nonstatutory double patenting 
rejections over the claims of the instant application. 

4. Inventions II and III are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct if they do not overlap in 
scope and are not obvious variants, and if it is shown that at least one subcombination 
is separately usable. In the instant case, subcombination Group II has separate utility 
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such as n-Dimensional Mutual Automated Peak-Matching Chromatography. See MPEP 
§ 806.05(d). 

The examiner has required restriction between subcombinations usable together. 
Where applicant elects a subcombination and claims thereto are subsequently found 
allowable, any claim(s) depending from or otherwise requiring all the limitations of the 
allowable subcombination will be examined for patentability in accordance with 37 CFR 
1 .104. See MPEP § 821 .04(a). Applicant is advised that if any claim presented in a 
continuation or divisional application is anticipated by, or includes all the limitations of, a 
claim that is allowable in the present application, such claim may be subject to 
provisional statutory and/or nonstatutory double patenting rejections over the claims of 
the instant application. 

5. Restriction for examination purposes as indicated is proper because all these 
inventions listed in this action are independent or distinct for the reasons given above 
and there would be a serious search and examination burden if restriction were not 
required because one or more of the following reasons apply: 

(a) the inventions have acquired a separate status in the art in view of their 

different classification; 

(b) the inventions have acquired a separate status in the art due to their 

recognized divergent subject matter; 

(c) the inventions require a different field of search (for example, searching 

different classes/subclasses or electronic resources, or employing different 
search queries); 
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(d) the prior art applicable to one invention would not likely be applicable to 

another invention; 

(e) the inventions are likely to raise different non-prior art issues under 35 U.S.C. 

101 and/or 35 U.S.C. 112, first paragraph. 

Applicant is advised that the reply to this requirement to be complete must 
include (i) an election of a invention to be examined even though the requirement 
may be traversed (37 CFR 1 .143) and (ii) identification of the claims encompassing 
the elected invention. 

The election of an invention may be made with or without traverse. To reserve a 
right to petition, the election must be made with traverse. If the reply does not distinctly 
and specifically point out supposed errors in the restriction requirement, the election 
shall be treated as an election without traverse. Traversal must be presented at the time 
of election in order to be considered timely. Failure to timely traverse the requirement 
will result in the loss of right to petition under 37 CFR 1 .144. If claims are added after 
the election, applicant must indicate which of these claims are readable on the elected 
invention. 

If claims are added after the election, applicant must indicate which of these 
claims are readable upon the elected invention. 

Should applicant traverse on the ground that the inventions are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the inventions to be obvious variants or clearly admit on the record that this is 
the case. In either instance, if the examiner finds one of the inventions unpatentable 
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over the prior art, the evidence or admission may be used in a rejection under 35 U.S.C. 
1 03(a) of the other invention. 

6. Restriction for examination purposes as indicated is proper because all these 
inventions listed in this action are independent or distinct for the reasons given above 
and there would be a serious search and examination burden if restriction were not 
required because one or more of the following reasons apply: 

(a) the inventions have acquired a separate status in the art in view of their 

different classification; 

(b) the inventions have acquired a separate status in the art due to their 

recognized divergent subject matter; 

(c) the inventions require a different field of search (for example, searching 

different classes/subclasses or electronic resources, or employing different 
search queries); 

(d) the prior art applicable to one invention would not likely be applicable to 

another invention; 

(e) the inventions are likely to raise different non-prior art issues under 35 U.S.C. 

101 and/or 35 U.S.C. 112, first paragraph. 
Applicant is advised that the reply to this requirement to be complete must 
include (i) an election of a invention to be examined even though the requirement 
may be traversed (37 CFR 1 .143) and (ii) identification of the claims encompassing 
the elected invention. 
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The election of an invention may be made with or without traverse. To reserve a 
right to petition, the election must be made with traverse. If the reply does not distinctly 
and specifically point out supposed errors in the restriction requirement, the election 
shall be treated as an election without traverse. Traversal must be presented at the time 
of election in order to be considered timely. Failure to timely traverse the requirement 
will result in the loss of right to petition under 37 CFR 1 .144. If claims are added after 
the election, applicant must indicate which of these claims are readable on the elected 
invention. 

If claims are added after the election, applicant must indicate which of these 
claims are readable upon the elected invention. 

Should applicant traverse on the ground that the inventions are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the inventions to be obvious variants or clearly admit on the record that this is 
the case. In either instance, if the examiner finds one of the inventions unpatentable 
over the prior art, the evidence or admission may be used in a rejection under 35 U.S.C. 
1 03(a) of the other invention. 

7. During a telephone conversation with James Fajkowski on April 8, 2008 a 
provisional election was made without traverse to prosecute the invention of Group I, 
claims 1-5 and 14-17. Affirmation of this election must be made by applicant in replying 
to this Office action. Claims 6-13 and 18-19 have been withdrawn from further 
consideration by the examiner, 37 CFR 1 .142(b), as being drawn to a non-elected 
invention. 
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8. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 



Response to Amendment 

9. The previous rejections under Vandeginste and Hamilton have been withdrawn in 
light of applicants' arguments. New grounds of rejection under Gordon et al and 
Goulden et al have been made. 

10. New grounds of rejection under 35 USC 112 have been raised. 



Claim Rejections - 35 USC §112 

1 1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

12. Claims 2-3 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

It is unclear what applicants mean by "determining. ..in response to the 
component matching." Is applicant claiming that component retention time and spectral 
shape cannot be determined in the claimed method without component matching? It is 
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unclear what relevance or relationship component matching has to retention time and 
spectral shape. 

Claim Rejections - 35 USC § 102 

1 3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

14. Claims 1-5 and 14-17 are rejected under 35 U.S.C. 102 (b) as being anticipated 
by Gordon et al (USP 5,398,539). Gordon et al teach a method of characterizing a 
mixture of components, the method comprising the steps of obtaining a plurality of 
spectrochromatograms of the mixture of components, each of the 
spectrochromatograms being obtained under a respective one of a plurality of different 
chromatographic conditions; creating an augmented data for the mixed sample during 
each of the chromatographic runs (see, eg. Fig. 1); estimating the number of 
components and performing component matching upon the spectrochromatograms 
using the estimated number of components (column 2 line 59-column 4 line 58; Fig. 1). 
Each component's retention time may be determined in response to the component 
matching (column 2 lines 30-48). Each components spectral shape may be determined 
in response to the component matching (column 3; Fig. 1). The method further 
comprises resolving at least one component in the mixture of components (column 3 
lines 16-60). The method further comprises performing component quantitation (column 
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4 lines 53-58) using resolved spectra and concentration profiles (column 4 line 51- 
column 6 line 19) and finding peak relative areas using concentration profiles (column 3 
lines 29-50). 

15. Claims 1-5 and 14 are rejected under 35 U.S.C. 102 (b) as being anticipated by 
Goulden et al. (Improvement of Identification in the Gas-Liquid Chromatographic 
Analysis of Agricultural Samples for Residues of some Chlorinated Pesticides, Analyst, 
Vol. 88, pgs. 941-950, 1963). Goulden et al teach a method of characterizing a mixture 
of components, the method comprising the steps of obtaining a plurality of 
spectrochromatograms of the mixture of components, each of the 
spectrochromatograms being obtained under a respective one of a plurality of different 
chromatographic conditions; creating an augmented data for the mixed sample during 
each of the chromatographic runs; estimating the number of components and 
performing component matching upon the spectrochromatograms using the estimated 
number of components (p. 945, last paragraph; p. 948, 2 nd full paragraph; Table 1). 
Each component's retention time may be determined in response to the component 
matching (Table 1). Each components spectral shape may be determined in response 
to the component matching (Table 1 ). The method further comprises resolving at least 
one component in the mixture of components (Table 1). 
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Response to Arguments 



16. Applicant's arguments, see Applicant's Amendment, filed December 20, 2007, 
with respect to the rejection(s) of claim(s) 1-19 under Vandeginste and Hamilton have 
been fully considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made in view of 
Gordon et al and Goulden et al, supra . 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KERI A. MOSS whose telephone number is (571)272- 
8267. The examiner can normally be reached on 9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on (571)272-1700. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 



Conclusion 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Keri A. Moss/ 
Examiner, Art Unit 1797 



/Jill Warden/ 

Supervisory Patent Examiner, Art Unit 1797 



